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DETAILED ACTION 



Drawings 



1 . New corrected drawings in compliance witli 37 CFR 1 .121 (d) are required in this 
application because the drawings have illegible labels. Applicant is advised to employ 
the services of a competent patent draftsperson outside the Office, as the U.S. Patent 
and Trademark Office no longer prepares new drawings. The corrected drawings are 
required in reply to the Office action to avoid abandonment of the application. The 
requirement for corrected drawings will not be held in abeyance. 



1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 7-9 and 13 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

3. Regarding claims 7-9, the phrase "fob-like" renders the claim(s) indefinite 
because the claim(s) include(s) elements not actually disclosed (those encompassed by 
"fob-like"), thereby rendering the scope of the claim(s) unascertainable. See MPEP 

§ 2173.05(d). 

4. Claim 13 recites the limitation "the housing" in first line of the claim. There is 
insufficient antecedent basis for this limitation in the claim. The claim was interpreted 
as being dependent on claim 1 2 and not on claim 1 1 . 



Claim Rejections - 35 USC §112 
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Claim Rejections - 35 USC § 101 



5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 26 and 29 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Music is not patentable subject matter. 



6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

7. Claims 31-36 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Ozawa et al. (Ozawa), U.S. Patent No. 5,870,710. 



Claim Rejections - 35 USC § 102 
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Art Unit: 2644 

8. Regarding claim 31, see Ozawa 

An amusement system to obtain signals representative of sound and to store such signals so that the 

signals may be used to produce sound, the system comprising: 

a source of signals representative of sound; (Col. 5, lines 45-47). 

an audio port associated with the source and through which signals representative of sound may be sent; 
and (Fig, 2. unit 23). 

a toy configured to receive and store signals representative of sound and to produce sound from such 
signals; {Co\. 5, lines 18-27). 

where the toy is configured to connect with the audio port, and to receive and store signals representative 
of sound transmitted from the source through the audio port to the toy. (Fig. 1 , units 1,4,7, and 9). 

Ozawa teaches an amusement system. It is inherent that the amusement system is a 

toy. 

9. Regarding claim 32, see Ozawa 

A method of obtaining signals representative of sound and storing such signals so that the signals may be 
used to produce sound the method comprising: 

providing a source of signals representative of sound where the source includes an audio output port 
configured to transmit signals representative of sound to a speaker; (Col. 2, lines 55-65 and Fig. 5, 
units 15 and 17). 

providing a device configured to receive and store signals representative of sound; (Col. 2, lines 57- 
58). 

connecting the device to the audio port transmitting signals representative of sound from the source 
through the audio port to the device; and (Col. 5, lines 18-23 and Fig. 2, units 4 and 23) 
storing the signals representative of sound with the device so that the signals may be used to produce 
sound. (Fig. 7, unit 45). 

Ozawa teaches a portable recording and reproducing device. 

10. Regarding claim 33, the further limitation of claim 32, see Ozawa 
... where the source is a computer (Col. 5, lines 3-9). 

Ozawa teaches that the source is a network service station, where the station 
comprises computers. 

1 1 . Regarding claim 34, the further limitation of claim 32, see Ozawa 

. . . where the audio port is an amplifier output configured to output signals sufficient to drive a speaker 
(Col. 6, lines 38-40). 
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Ozawa teaches a portable device that can drive a speaker. 

12. Regarding claim 35, the further limitation of claim 32, Ozawa teaches an 
amusement device that provides the method of claim 32. It is inherent that an 
amusement device is a toy, 

13. Regarding claim 36, the further limitation of claim 32, see Ozawa 

... where the signals representative of sound include machine information to control functions of the 
device. (Col. 6, lines 21-29). 

Ozawa teaches that the portable audio device stores and reproduces compressed 
digital audio. It is inherent that the compressed audio data includes machine 
information pertaining to the decompression that results before reproduction through a 
speaker. 

14. Claim 37 is rejected under 35 U.S.C. 102(e) as being anticipated by Ono et al. 
(Ono), U.S. Patent No. 5,991,727. 

An amusement cartridge comprising: 

a memory chip configured to store data representative of sound and programming to produce electrical 
signals representative of sound from the data representative of sound; (Col. 3, lines 53-54). 
a housing for the memory chip; and 

text or images on the housing related to the data stored by the memory chip, 

Ono teaches an amusement cartridge. It is inherent that the cartridge has a housing, 

and it is well known in the art that text or images are on the housing, which are related 

to the data on the memory chip. In an analogous art, prerecorded audio, which has 

been available in various formats, has included artwork to identify the artist and the 

recorded music. In another analogous art, video game cartridges, available for sale for 

decades, have included attached labels, pertaining to the recorded information on the 

memory chip. 
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Claim Rejections - 35 USC § 103 



15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. Claims 1-4, 1 1. 12, 16, 17, and 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ono and Layson et al. (Layson), U.S. Patent 6,405,213. 

17. Regarding claim 1 , see Ono, 
An amusement system comprising: 

a cartridge configured to store data representative of sound and to produce electrical signals 
representative of sound where tfie cartridge includes memory, a processing system, programming 
executable by the processing system to produce electrical signals representative of sound from the data 
representative of sound and at least one connector configured to releasably connect the cartridge to a 
player; and 

a player to receive electrical signals representative of sound from the cartridge and to produce sound 
vibrations from the received signals, where the player is configured to receive the cartridge and to 
releasably connect to the at least one connector of the cartridge, where the player further includes a 
transducer to produce the sound vibrations, and where the player includes controls configured to trigger 
the cartridge to produce electrical signals representative of sound and to transmit those signals to the 
transducer to produce sound vibrations, but where the player is devoid of a processor to process the 
electrical signals received from the cartridge. (Col. 2, lines 31-41, and Fig. 1-4). 

Ono teaches a method of delivering speech signals to a portable player in a cartridge. 

The system comprising of the cartridge and the player provide all the functionality of the 

claimed subject matter above. Ono does not teach a cartridge which has a processor, 

nor does he teach a player that is devoid of a processor, however comparing the prior 

art of figure 4 with the two different embodiments of figures 2 and 3, Ono displays 

features which are interchangeable between the player and the cartridge. Layson 

teaches a body-worn tracking device, which implements a field programmable gate 
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array (FPGA) device. He does not teach a player and cartridge combination as taught 
by Ono, however Layson does teach that the use of an FPGA reduces the power 
requirements of a portable device (Col. 2, lines 36-39). He further teaches that the 
FPGA can be designed to have microprocessors, memory areas for data and 
programming, serial I/O and digital I/O all on one device (Col. 2, lines 19-21). One 
skilled in the art could also recognize that FPGA's can reduce cost by reducing size by 
removing the need for a plurality of interconnects between several devices. It would 
have been obvious for one of ordinary skill in the art to combine the teachings of Ono 
and Layson for the purpose of reducing the size, cost, and power requirements. The 
combination of Ono and Layson would migrate the player's processing power of One's 
teachings to the removable memory device. Therefore the combination would require 
the cartridge to include not only the data memory space, but it would include the 
microprocessor, the program memory space, and the I/O sections. 

1 8. Regarding claim 2, the further limitation of claim 1 , see Ono, 

. . . where the cartridge is devoid of a transducer to produce sound vibrations from the signals 
representative of sound. (Fig. 4) 

Ono shows that prior art taught a configuration where the transducer is attached to the 
player through an output jack. 

1 9. Regarding claim 3, the further limitation of claim 1 , see Ono, 

. . . where the player includes a power supply configured to supply power to the cartridge when the 
cartridge is received by the player. (Col. 3, lines 5-11 and Fig. 2). 

Ono teaches that the cartridge needs a power supply connection to the player. 



Application/Control Number: 09/513,656 Page 8 

Art Unit: 2644 

20. Regarding claim 4, the further limitation of claim 1 , see the above rejection of 
claim 1 . The combination of Ono and Layson teach the system-on-a-chip design. 

21 . Regarding claim 1 1 , the further limitation of claim 1 , see Ono 

. . . further comprising at least one other cartridge, and where the player is configured to receive any one 
of the cartridges, (Col. 1, lines 19-24) 

Ono teaches a removable memory card. It is inherent that multiple memory cartridges 
would be available, and at any given time one would be selected for use. 

22. Regarding claim 1 2, the further limitation of claim 1 , 

. . . where the cartridge includes a housing. 

It is Inherent in the teachings of Ono that the cartridge includes a housing in order to 
protect the electronics inside. 

23. Regarding claim 1 6, the further limitation of claim 1 , see Ono 

... where the transducer is at least one earphone. (Fig. 1 ) 

Ono teaches a earphone attached to the cartridge, and further teaches a detachable 
interface for the earphone (Col. 3, lines 50-52). 

24. Regarding claim 17, the further limitation of claim 1 , see Ono 

. . . where the transducer is a speaker. 

Ono teaches an earphone as an output device as shown above in the rejection of claim 
16. The earphone consists of a speaker. 

25. Regarding the independent claim 30, see the above rejection of claims 1 and 2. 
The combination of Ono and Layson teach these features. 
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26. Claims 5, 6, 14. 27 and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Ono and Layson as applied to claim 1 above, and 
further in view of Jigour et al. (Jigour), U.S. Patent No. 5,815,426. 

27. Regarding claim 5, the further limitation of claim 1 , see Jigour 

. . . where the cartridge is configured so that it has at least one side-tO'Side dimension, and where the 
largest side-to-side dimension of the cartridge is no more than 2 inches. (Col. 3, lines 33-49). 

Jigour teaches an adapter for interfacing a removable memory with a host. He teaches 

a plurality of removable memory sizes, and there is a long-felt need in the art to 

continue to reduce the size of electronic devices. Ono and Layson teach all the 

features of claim 1 , as stated above, however they do not teach specific dimensions for 

their cartridge. It would have been obvious for one of ordinary skill in the art to combine 

the teachings of Jigour and the combination of Ono and Layson for the purpose of 

reducing the size requirements of the cartridge, 

28. Regarding claim 6, the further limitation of claim 1 , see the above rejection of 



. . .where the piayer is configured so that it has at least one side-to-side dimension and where the largest 
side-to-side dimension of the player is no more than 3 inches. 

Jigour does not teach the size of the host device, however it is inherent that the device 
should be as small as possible. 

29. Regarding claim 14, the further limitation of claim 12, see the above rejection of 
claim 5. Jigour teaches a housing with a dimension of less than 25.4 mm (1 inch). 

30. Regarding the independent claim 27, 

An amusement cartridge comprising: 
a printed circuit board; 



claim 5 
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a processing system associated with the printed circuit board to produce electrical signals representative 
of sound from the data representative of sound; 

memory associated with the printed circuit board configured to store both data representative of sound 
and programming executable by the processing system to produce the electrical signals representative of 
sound from the data representative of sound; 

at least one connector configured to allow the cartridge to releasable connect to a player adapted to 
receive electrical signals representative of sound from the cartridge and to produce sound vibrations from 
the received signals; and 

a housing for the printed circuit board, processing system and memory, where the housing has at least 
one side-tO'Side dimension and where the largest side-to-side dimension of the housing is no more than 1 
inch. 

The teachings of Ono and Layson describe a processing systenn to produce electrical 
signals representative of sound, a memory associated with the system's executable 
program and sound data, and a connector to releasably connect the player to the 
cartridge. The combination of Ono and Layson do not mention the use of printed circuit 
board (PCB), nor do they mention any dimensions. As discussed above, the teachings 
of Jigour provide a plausible size requirement of analogous art, but Jigour does not 
teach the player and cartridge combination. Jigour also does not teach the use of 
RGBs. It is inherent that both these systems employ RGBs in order to provide data 
paths for the separate components to communicate. It is commonplace for RGBs to be 
used in consumer electronics, where point-to-point wiring becomes inhibited by cost and 
size, among a plurality of other reasons. It would have been obvious for one of ordinary 
skill in the art to combine the teachings of Jigour with the combination of Ono and 
Layson for the purpose of reducing cost. 

31 . Regarding claim 28, the further limitation of claim 27, see the above rejection of 
claim 1 . Layson teaches an FRGA, which can place the processing system and 
memory on one chip. A RGB would still be used to facilitate the input/output functions 
required of the cartridge and the player. 
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32. Claims 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Ono and Layson as applied to claim 1 above, and further in view of 
Okiebisu, U.S. Patent No. 6,707,924. 

33. Regarding claim 7, the further limitation of claim 1 , see Okiebisu 

7. The amusement system of claim 1 where the player includes a fob-like structure. (Col. 1 , lines 53- 
55). 

Okiebisu teaches a necklace configuration for holding a portable electronic device. The 
necklace has a fob-like structure (Fig. 5). Okiebisu does not teach an amusement 
device with the features of claim 1 . The combination of Ono and Layson teach the 
features of claim 1 , however they do not teach the fob-like structure. It would have 
been obvious for one of ordinary skill in the art to combine the teachings of Okiebisu 
and the combination of Ono and Layson for the purpose of hands-free operation and 
convenience. 

34. Regarding claim 8, the further limitation of claim 7, see the above rejection of 
claim 7. Okiebisu teaches a loop in the fob-like structure. 

35. Regarding claim 9, the further limitation of claim 1 , see the above rejection of 
claim 7. See Okiebisu, it would be obvious to allow not only a fob-like structure for the 
player, but also to provide a fob-like structure for the cartridge (Col. 1 , lines 56-58). 

36. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Ono and Layson as applied to claim 1 above, and further in view of 
Maskovich, U.S. Patent No. 5,410,762. 
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37. Regarding claim 10, the further limitation of claim 1 , see Maskovich 

... where the cartridge includes a structure configured to attach the cartridge to clothing and clothing 
accessories. (Col. 2, lines 10-17, Fig, 1, and Fig. 4, unit 42). 

Maskovich teaches a belt for securing a portable electronic device to an active wearer. 
Maskovich also teaches a clip for securing a portable electronic device. Maskovich 
does not teach an amusement system with the features of claim 1 . The combination of 
Ono and Layson teach an amusement system with the features of claim 1 , however 
they do not teach a structure to attach the cartridge to clothing. It would have been 
obvious for one of ordinary skill in the art to combine the teachings of Maskovich with 
the combination of Ono and Layson for the purpose of securing a device to clothing for 
an active person. 

38. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over the Ono 
and Layson combination as applied to claim 1 1 above, and further in view of Kociemba, 
U.S. Patent No. 5.908,344. 

39. Regarding claim 1 3, the further limitation of claim 1 1 . see 

. . . further comprising art on the housing relating to the data stored by the cartridge. (Col. 1 , lines 44- 
46). 

Kociemba teaches a sound producing protective article. He teaches that the article and 
the sounds produced are related. The item by itself is considered the housing. 
Kociemba does not teach the player and cartridge combination, which is taught by the 
combination of Ono and Layson. However, they do not teach artwork on housings. It 
would have been obvious for one of ordinary skill in the art to combine the teachings of 
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Kociemba and the combination of Ono and Layson for the purpose of creating a more 
inclusive entertainment product. 



40. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over the Ono 
and Layson combination as applied to claim 1 above, and further in view of Ozawa. 

41 . Regarding claim 1 5, the further limitation of claim 1 , see Ozawa 

... where the data representative of sound is data representative of music. (Col. 2, lines 40-47). 
Ozawa teaches a portable recording and reproducing apparatus. Ozawa does not 
teach the specific cartridge and player configuration, however Ozawa does teach the 
prior art of analog cassette tapes, compact discs, and digital audiotapes. The 
combination of Ono and Layson teach the features of claim 1 , however Ono teaches 
that the sound is representative of speech (Col, 2, lines 28-29). It would have been 
obvious for one of ordinary skill in the art to combine the teachings of Ozawa and the 
combination of Ono and Layson in order to have made the music reproducing apparatus 
easy to use. 

42. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over the Ono 
and Layson combination as applied to claim 1 above, and further in view of May, U.S. 
Patent No. 5,579,284. 

43. Regarding claim 18, the further limitation of claim 1, see May 

... where the transducer is configured for denta-mandlbular sound transmission. (Col. 2, lines 42-48). 



Applipation/Control Number: 09/513,656 Page 14 

•Art Unit: 2644 

May teaches a self-contained underwater breathing apparatus (SCUBA) diving 
mouthpiece, which conducts sound through the teeth of a diver. May does not teach a 
transducer, as such, in an amusement system. The combination of Ono and Layson 
teaches the features of claim 1 in an amusement system, however they do not teach the 
use of a transducer, which conducts through the teeth or mandible to the inner ear. It 
would have been obvious for one of ordinary skill in the art to combine the teachings of 
May with the combination of Ono and Layson for the purpose of reproducing sound 
without disturbing persons in close proximity to the device. 

44. Claims 19-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the Ono and Layson combination as applied to claims 1 and 1 1 above, and further in 
view of Lebensfeld et al. (Lebensfeld), U.S. Patent 5,607,336. 

45. Regarding claim 19, the further limitation of claim 1 , see Lebensfeld 
... further comprising a figurine associated with the player. (Col. 1 , lines 16-21) 

Lebensfeld teaches that figurines that reproduce sound by attachments and by built-in 
means. Lebensfeld does not teach the cartridge and player configuration of claim 1. 
The combination of Ono and Layson teach the features of claim 1 , but they do not teach 
that the player is associated with a figurine. It would have been obvious for one of 
ordinary skill in the art to combine the teachings of Lebensfeld and the combination of 
Ono and Layson for the purpose of creating a talking figurine that is easy to use. 

46. Regarding claim 20, the further limitation of claim 1 , see the above rejection of 
claim 19. 



Applipation/Control Number: 09/513,656 Page 15 

'Art Unit: 2644 

47. Regarding claim 21 . the further limitation of claim 1 , see the above rejection of 
claim 19. The figurine is described as a toy. 

48. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Ono and Layson as applied to claim 1 above, and further in view of 
Scott, U.S. Patent No. 5,365,686. 

49. Regarding claim 22, the further limitation of claim 1 , see Scott 

... where the cartridge is configured to store data representative of images and to produce electrical 
signals representative of images, and where the player includes an output adapted to display images 
from the signals representative of images received from the cartridge. (Col. 4, lines 1 5-1 8). 

Scott teaches a recording and reproducing apparatus comprising a display. He does 

not teach the player and cartridge combination as taught by the combination of Ono and 

Layson. Scott teaches a display for displaying photographs or some other display. One 

skilled in the art can recognize the phrase "some other display" to include an electronic 

display device. The combination of Ono and Layson does not teach the display. It 

would have been obvious for one of ordinary skill in the art to combine the teachings of 

Scott and the Ono and Layson combination for the purpose of creating a multimedia 

performance. 

50. Regarding claim 23, the further limitation of claim 1 , see Scott 

... where the system is configured to download signals representative of sound and to store the signals in 
the memory of the cartridge, (Col. 2, lines 33-38). 

Scott teaches a system which downloads and stores signals to a memory. 

51 . Regarding claims 24 and 25, the further limitations of claim 1 , see Scott. Scott 
teaches a system that records signals representative of sound. Scott does not provide 
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an explanation of the means used to record or download the signal, however one skilled 
in the art can recognize that previous art has included an input jack for an external 
microphone. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel R. Sellers whose telephone number is 703-605- 
4300. The examiner can normally be reached on Monday to Friday between 9am and 
5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Forester W. Isen can be reached on 703-305-4386. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). ^ 



Conclusion 



DRS 




